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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 



Status of Claims 

1 . Applicant has amended claims 1 , 21-22, 37-38 and canceled claim 23 in the amendment filed 09 
January 2004. Thus, claims 1-22 and 24-38 remain pending and are presented for examination. 



2. Applicant's arguments filed 09 January 2004 have been fully considered but are not persuasive. 

3. Applicant asserts that for a U.S. application publication to be given an earlier effective filing date, the 
subject matter must be supported in the earlier filed application's disclosure. Applicant argues that while 
the Melick publication in Figure 1 describes a "stand alone" bar code reader, there is no teaching or 
suggesting of using the stand alone bar code reader to read a transaction code from a display of a 
wireless device. Applicant further argues that this material is clearly absent from the two earliest 
provisional applications. Examiner respectfully disagrees and submits that Melick first discloses that the 
devices displaying the bar code can be wireless devices such as a cell phone, PDA, GPS receiver, pager, 
or a 2-way communications device (0040; 0064; 0065) and scanning displayed bar codes on these 
devices using the bar code reader (0006; 0007; 0014; 0027; 0049; 0071). Melick also discloses that the 
bar code reader can either be integrated into the device displaying the bar code (0040) or be a separate, 
stand alone device (0038; 0066). Applicant further asserts that Melick proposes using wireless devices to 
provide mobility to the scanner, not mobility to a wireless device displaying a transaction code. Examiner 
respectfully disagrees and submits that Melick specifically discloses that a PDA device (which is a 
wireless device) can be used to display an electronic bar code (0049) and further capturing this video 
displayed bar code with a stand alone bar code reader (shown in Figure 1)(0049). 

4. Examiner further submits that provisional application 60/174,220 provides support by teaching the 
use of a computer or PDA device for displaying a video displayed bar code (Page 4, 4 th paragraph) and 
scanning a bar code displayed on the device with a bar code reader (Page 5, 1 st paragraph). Provisional 
application 60/174,220 also teaches that the bar code reader may be a separately situated bar code 
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reader device (page 3, second paragraph). A copy of provisional application 60/174,220 is provided 
herewith. 

5. Applicant further asserts that the subject claims, in light of the present amendment, are patentable 
distinct from the cited claims of co-pending application no. 09/690,212 and requests withdrawal of the 
double patenting rejection. Examiner has updated the double patenting rejection below based upon the 
present amendment. 

Claim Rejections - 35 (JSC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-6, 10-21 , 23-28 and 33-38 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Melick et al, U.S. Patent Application Publication No. US 2002/0195495 A1. 

As per Claims 1-2. 4. 11-12, 23 and 37 , Melick et al disclose a method and system for facilitating 
a wireless transaction comprising a transaction fulfillment system for: 

- communicating a first transaction code to a wireless communication device from a transaction 
fulfillment system (Figure 5; 0024; 0025; 0027; 0028; 0040; 0045; 0053; 0064; 0065; 0072); 

- optically scanning, by a transaction fulfillment system detached from and not integrated with the 
wireless communication device, the first transaction code from a visual display of the wireless 
communication device (0027; 0028; 0038; 0049; 0053; 0064; 0066; 0072). 
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As per Claims 3 and 13-14 . Melick et al further disclose communicating the first transaction code 
from a radio transceiver of the transaction fulfillment system to a radio transceiver of the wireless 
communication device (0027; 0040; 0042; 0043). 

As per Claim 5 . Melick et al further disclose verifying the first transaction code in response to 
scanning the first transaction code (0027). 

As per Claims 6 and 10 . Melick et al further disclose communicating a decoded representation of 
the first transaction code from the transaction fulfillment system to a transaction management system 
(0027; 0028; 0053; 0072). 

As per Claims 16-18 . Melick et al further disclose communicating a message from the transaction 
fulfillment system to the wireless communication device after verifying the transaction code (0053; 0072). 

As per Claim 19 . Melick et al further disclose receiving, by the transaction fulfillment system, a 
transaction request from the wireless communication device prior to communicating the first transaction 
code (0028; 0053; 0072). 

As per Claims 15 and 20 . Melick et al further disclose wherein communicating the first 
transaction code includes communicating a first optically scannable transaction code (0028; 0053; 0072). 

As per Claims 21 and 38 . Melick et al disclose a method and system for facilitating a wireless 
transaction comprising a transaction fulfillment system for: 

- receiving a transaction request from a wireless communication device (0053; 0072); 

- optically scanning, by a transaction fulfillment system detached from and not integrated with the 
wireless communication device, a transaction code from a visual display of the wireless communication 
device (0027; 0028; 0038; 0049; 0053; 0064; 0066; 0072); and 



Application/Control Number: 09/690,601 
Art Unit: 3621 



Page 5 



- enabling fulfillment of the transaction request in response to scanning the transaction code 
(0053; 0072). 

As per Claims 24-25 . Melick et al further disclose wherein the transaction fulfillment system is 
coupled to a telecommunication network system through a computer network system for enabling 
communication with the wireless communication device (Figure 5). 

As per Claims 26-28 and 36 . Melick et al further disclose wherein the transaction fulfillment 
system is coupled to a wireless data network system through a computer network system for enabling 
communication with the wireless communication device (Figure 5; 0027; 0040; 0066; 0067; 0068). 

As per Claims 33-34 . Melick et al further disclose a code scanning device such as a bar code 
reader for optically scanning the transaction code (Figure 5). 

As per Claim 35 . Melick et al further disclose decoding the transaction code in response to 
optically scanning the transaction code (0027; 0028; 0053; 0072). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 

set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 7-9, 22 and 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Melick et 
al, U.S. Patent Application Publication No. US 2002/0195495 A1 in view of Pitroda, U.S. Patent No. 
5,590,038. 
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As per Claims 7-9 . Melick et al fail to explicitly disclose communicating a first or second 
fulfillment verification to the transaction management system or communicating a second transaction 
code to the wireless communication device. Examiner submits that communicating verification messages 
and multiple transaction codes in a transaction system would have been obvious to one having ordinary 
skill in the art at the time of applicants claimed invention. It also would have been obvious to one having 
ordinary skill in the art to communicate multiple transaction codes and multiple verification messages in 
any transaction system since it has been held that mere duplication of the essential working parts of a 
device or duplication of steps involves only routine skill in the art. See St Regis Paper Co. v. Bemis Co., 
193 USPQ8. 

As per Claims 22 and 29-32 . Melick et al disclose a method for facilitating a wireless transaction 
comprising: 

- receiving, by a transaction fulfillment system, a transaction request from a transaction requester 
(0053; 0072); 

- communicating a transaction code from the transaction fulfillment system to a wireless 
communication device (Figure 5; 0024; 0025; 0027; 0028; 0040; 0045; 0053; 0064; 0065; 0072); 

- optically scanning, by the transaction fulfillment system, the transaction code from a visual 
display of the wireless communication device, the transaction fulfillment system being detached 
from and not integrated with the wireless communication device (0027; 0028; 0038; 0049; 0053; 
0064; 0066; 0072). 

Melick et al, however, fail to explicitly disclose verifying the identity of the transaction requestor 
through the use of a speech services module for audibly verifying the identity of the requestor by 
comparing voice prints. Examiner takes Official Notice that verifying the identity of a transaction 
requestor is notoriously well known in the business art. For example, Pitroda discloses an electronic 
transaction system and method for conducting electronic transactions and teaches a method for verifying 
the identity of a transaction requestor by displaying signatures of use of other types of identification such 
as photographs, finger prints or voice prints (Col. 12, lines 54-58). It would have been obvious to one of 
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ordinary skill in the art at the time of applicant's invention to modify the method of Melick et al and verify 
the identity of the transaction requestor for obvious reasons such as ensuring that the requestor is 
actually the person they say they are and are authorized to carry out the transaction. 



Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 



1 1 . Claims 1-20 are provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-2, 4, 1 1, 16-17, 20, 23-24, 27 and 30-31 of 
copending Application No. 09/690,212 and further in view of Melick et al, U.S. Patent Application 
Publication No. 2002/0195495 A1 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other. Claim 1 of U.S. Patent Application No. 09/690,212 recites: 
communicating a first transaction code to a wireless communication device; and 
optically scanning the first transaction code from the visual display of the wireless 
communication device 

Claim 1 of U.S. Patent Application No. 09/690,212 differs since it further recites additional claim 
limitations including receiving a transaction request from a transaction requester, verifying an identity of 
the transaction requester and receiving a decoded representation of the first transaction code. However, 
it would have been obvious to a person of ordinary skill in the art to modify claim 1 of U.S. Patent 
Application No. 09/690,212 by removing the limitations directed to these additional steps resulting 
generally in the claims of the present application since the claims of the present application and the claim 
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recited in U.S. Patent Application No. 09/690,212 actually perform a similar function. It is well settled that 
the omission of an element and its function is an obvious expedient if the remaining elements perform the 
same function as before. In re Karlson, 136 USPQ 184 (CCPA 1963). Also note Ex parte Rainu, 168 
USPQ 375 (Bd. App. 1969). Omission of a reference element whose function is not needed would be 
obvious to one of ordinary skill in the art. 

Claim 1 of U.S. Patent Application No. 09/690,212 further fails to recite that the scanning device 
is detached from and not integrated with the wireless communication device. Melick discloses scanning a 
transaction code from the display of a wireless communication device using a stand alone bar code 
scanner that is not integrated with the wireless communication device (0027; 0028; 0038; 0049; 0053; 
0064; 0066; 0072). Thus, it would have been obvious to one having ordinary skill in the art to modify 
claim 1 of U.S. Patent Application No. 09/690,212 and allow for scanning of the transaction code using a 
separately situated bar code scanner that is not integrated with the wireless communication device as 
taught by Melick. The motivation would be to provide flexibility in the configuration to allow for different 
methods of using the bar code scanner as suggested by Melick. 

This is a provisional obviousness-type double patenting rejection because the conflicting claims 
have not in fact been patented. 

12. Claims 21 and 38 are provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of copending Application No. 09/690,212 in view of 
Melick, U.S. Patent Application Publication No. US 2002/0195495 A1. 
Claim 1 of U.S. Patent Application No. 09/690,212 recites: 

receiving a transaction request from a transaction requestor; 

optically scanning a transaction code from a visual display of the wireless communication 
device 

Claim 1 of U.S. Patent Application No. 09/690,212 fails to recite wherein the transaction request 
is received from a wireless communication device, scanning the code by a transaction fulfillment system 
and enabling fulfillment of the transaction request in response to scanning the transaction code. Melick et 
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al disclose a method and system for bar code exchange and further teach the use of wireless 
communication devices for requesting transactions that are fulfilled through a transaction fulfillment 
system in response to scanning the transaction code (0024, 0025, 0027, 0040, 0053, 0064, 0072). It 
would have been obvious to one of ordinary skill in the art at the time of applicant's invention to modify 
claim 1 of U.S. Patent Application No. 09/690,212 and actually enable fulfillment of the transaction 
request by a fulfillment system in order to actually carry out the transaction as well as provide flexibility 
and convenience to users who would prefer to use wireless communication devices to carry out 
transactions. 

Claim 1 of U.S. Patent Application No. 09/690,212 also differs since it further recites additional 
claim limitations including receiving a transaction request from a transaction requester, verifying an 
identity of the transaction requester and receiving a decoded representation of the first transaction code. 
However, it would have been obvious to a person of ordinary skill in the art to modify claim 1 of U.S. 
Patent Application No. 09/690,212 by removing the limitations directed to these additional steps resulting 
generally in the claims of the present application since the claims of the present application and the claim 
recited in U.S. Patent Application No. 09/690,212 actually perform a similar function. It is well settled that 
the omission of an element and its function is an obvious expedient if the remaining elements perform the 
same function as before. In re Karlson, 136 USPQ 184 (CCPA 1963). Also note Ex parte Rainu, 168 
USPQ 375 (Bd. App. 1 969). Omission of a reference element whose function is not needed would be 
obvious to one of ordinary skill in the art. 

Claim 1 of U.S. Patent Application No. 09/690,212 further fails to recite that the scanning device 
is detached from and not integrated with the wireless communication device. Melick discloses scanning a 
transaction code from the display of a wireless communication device using a stand alone bar code 
scanner that is not integrated with the wireless communication device (0027; 0028; 0038; 0049; 0053; 
0064; 0066; 0072). Thus, it would have been obvious to one having ordinary skill in the art to modify 
claim 1 of U.S. Patent Application No. 09/690,212 and allow for scanning of the transaction code using a 
separately situated bar code scanner that is not integrated with the wireless communication device as 
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taught by Melick. The motivation would be to provide flexibility in the configuration to allow for different 
methods of using the bar code scanner as suggested by Melick. 

This is a provisional obviousness-type double patenting rejection. 

13. Claim 22 is provisionally rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 1 of copending Application No. 09/690,212 in view of Melick, 
U.S. Patent Application Publication No. US 2002/0195495 A1. 

Although the conflicting claims are not identical, they are not patentably distinct from each other. 
Claim 1 of U.S. Patent Application No. 09/690,212 recites: 

receiving a transaction request from a transaction requestor; 

verifying an identity of the transaction requestor; 

communicating a transaction code to a wireless communication device 

optically scanning a transaction code from a visual display of the wireless communication 

device 

Claim 1 of U.S. Patent Application No. 09/690,212 also differs since it further recites additional 
claim limitations including receiving a decoded representation of the first transaction code. However, it 
would have been obvious to a person of ordinary skill in the art to modify claim 1 of U.S. Patent 
Application No. 09/690,212 by removing the limitations directed to these additional steps resulting 
generally in the claims of the present application since the claims of the present application and the claim 
recited in U.S. Patent Application No. 09/690,212 actually perform a similar function. It is well settled that 
the omission of an element and its function is an obvious expedient if the remaining elements perform the 
same function as before. In re Karlson, 136 USPQ 184 (CCPA 1963). Also note Ex parte Rainu, 168 
USPQ 375 (Bd. App. 1969). Omission of a reference element whose function is not needed would be 
obvious to one of ordinary skill in the art. 

Claim 1 of U.S. Patent Application No. 09/690,212 further fails to recite that the scanning device 
is detached from and not integrated with the wireless communication device. Melick discloses scanning a 
transaction code from the display of a wireless communication device using a stand alone bar code 
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scanner that is not integrated with the wireless communication device (0027; 0028; 0038; 0049; 0053; 
0064; 0066; 0072). Thus, it would have been obvious to one having ordinary skill in the art to modify 
claim 1 of U.S. Patent Application No. 09/690,212 and allow for scanning of the transaction code using a 
separately situated bar code scanner that is not integrated with the wireless communication device as 
taught by Melick. The motivation would be to provide flexibility in the configuration to allow for different 
methods of using the bar code scanner as suggested by Melick. 

This is a provisional obviousness-type double patenting rejection. 

14. Claims 23-37 are provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 and 32-44 of copending Application No. 09/690,212 
in view of Melick, U.S. Patent Application Publication No. US 2002/0195495 A1. 

Although the conflicting claims are not identical, they are not patentably distinct from each other. 
Claim 1 of U.S. Patent Application No. 09/690,212 recites: 

communicating a first transaction code to a wireless communication device; and 
optically scanning the first transaction code from the visual display of the wireless 
communication device 

Claim 1 of U.S. Patent Application No. 09/690,212 differs since it further recites additional claim 
limitations including receiving a transaction request from a transaction requester, verifying an identity of 
the transaction requester and receiving a decoded representation of the first transaction code. However, 
it would have been obvious to a person of ordinary skill in the art to modify claim 1 of U.S. Patent 
Application No. 09/690,212 by removing the limitations directed to these additional steps resulting 
generally in the claims of the present application since the claims of the present application and the claim 
recited in U.S. Patent Application No. 09/690,212 actually perform a similar function. It is well settled that 
the omission of an element and its function is an obvious expedient if the remaining elements perform the 
same function as before. In re Karlson, 136 USPQ 184 (CCPA 1963). Also note Ex parte Rainu, 168 
USPQ 375 (Bd. App. 1969). Omission of a reference element whose function is not needed would be 
obvious to one of ordinary skill in the art. 
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Claim 1 of U.S. Patent Application No. 09/690,212 further fails to recite that the scanning device 
is detached from and not integrated with the wireless communication device. Melick discloses scanning a 
transaction code from the display of a wireless communication device using a stand alone bar code 
scanner that is not integrated with the wireless communication device (0027; 0028; 0038; 0049; 0053; 
0064; 0066; 0072). Thus, it would have been obvious to one having ordinary skill in the art to modify 
claim 1 of U.S. Patent Application No. 09/690,212 and allow for scanning of the transaction code using a 
separately situated bar code scanner that is not integrated with the wireless communication device as 
taught by Melick. The motivation would be to provide flexibility in the configuration to allow for different 
methods of using the bar code scanner as suggested by Melick. 

This is a provisional obviousness-type double patenting rejection because the conflicting claims 

have not in fact been patented. 

Conclusion 

15. Applicants amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

16. Examiner's Note: Examiner has cited particular columns and line numbers in the references as 
applied to the claims below for the convenience of the applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within the individual 
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claim, other passages and figures may apply as well. It is respectfully requested from the applicant, in 
preparing the responses, to fully consider the references in entirety as potentially teaching all or part of 
the claimed invention. 

17. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
• Ramachandran [6,315,195 discloses a transaction apparatus and teach displaying a bar code on a 
wireless communication device used to facilitate the processing of a transaction. 
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18. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to John Hayes whose telephone number is (703)306-5447. The examiner can normally be 
reached Monday through Friday from 5:30 to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jim 
Trammell, can be reached on (703) 305-9768. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is (703) 308-1 113. 

Please address mail to be delivered by the United States Postal Service (USPS) as follows: 

Mail Stop 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Please address mail to be delivered by other delivery services (Federal Express (Fed Ex), UPS, 

DHL, Laser, Action, Purolator, etc.) as follows: 



U.S. Patent and Trademark Office 
2011 South Clark Place 
Customer Window, Mail Stop 



Crystal Plaza Two, Lobby, Room 1B03 
Arlington, Virginia 22202 



or faxed to: 



(703) 872-9306 [Official communications; including 

After Final communications labeled 
"Box AF"] 

(703) 746-5531 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT*] 

Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal Drive, Arlington, 

VA 7 th floor receptionist - 



John W. Hayes / 
/Primary Examiner 
Art Unit 3621 




April 5, 2004 



